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DETAILED ACTION 

Acknowledgment is made of the amendment filed 5/3/07. Claims pending are 38, 
40-72 and 110-145. Claims 38, 52, 53, 60, 67 and 68 have been amended. Claims 39 
and 73-109 have been cancelled. Claims 110-145 have been newly added. 

Claim Rejections - 35 (JSC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 38, 40-72 and 110-145 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Claims 38, 60, 67, 68, 113, 135 and 136 as amended or newly presented 
introduce new matter as they use the phrase "reduce the risk [of allergic disease or 
non-allergic inflammatory disease in a mammal]". There is no support in the 
specification for the employment of the phrase "reduce the risk [of allergic disease or 
non-allergic inflammatory disease in a mammal]" in the claims. The limitation "reduce 
the risk of allergic disease or non-allergic inflammatory disease in a mammal" was not 
described in the application as filed, and persons skilled in the art would not recognize 
in the Applicant's disclosure a description of the invention as presently claimed. The 



Application/Control Number: 10/646,145 Page 3 

Art Unit: 1617 

instant specification discloses that the claimed hardy kiwifruit extract decreased allergen 
specific IgE and increased allergen specific IgG2a, thus increasing anti-allergic 
treatment efficiency. See Example 2 on pp. 24-25. The instant specification also 
discloses that the claimed extract increased Thl cytokines and decreased Th2 
cytokines, thus contributing to alleviation of allergic inflammation. See Example 3 on p. 
26. The claimed extract also inhibited histamine release and had anti-inflammatory 
activity comparable to indomethacin. See Examples 5-6 on pp. 27-28. However, the 
instant specification does not disclose or even mention the claimed "reduction of the 
risk of allergic disease or non-allergic inflammatory disease in a mammal". Therefore, it 
is the Examiner's position that the disclosure does not reasonably convey that the 
inventor has possession of the subject matter of the amendment at the time of filing of 
the instant application. 

Applicant is required to cancel the New Matter in the response to this Office 
Action. Alternatively, the Applicant is invited to point out to the parts of the 
specification which provide sufficient written support for the above-mentioned 
limitation. See MPEP 714.02 and 2163.06. 

Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 38, 40-59, 62, 65-67, 110-112 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Murad (US 6,630,163), of record, in view of Endres et al. (DE 
19758090 Al, Abstract 1 ) and/or Udagawa (JP 61140510 A, Abstract 2 ). 

Murad teaches a method of treating dermatological disorders, including those of 
inflammatory nature such as inflammatory dermatoses, with fruit extracts, including 
kiwi fruit extract. See col. 8, lines 10-29. The fruit extract is present in an amount of 
0.01-80 wt. %. See col. 8, lines 13-16. With respect to Claims 48-50, Murad teaches the 
same amounts of the extract. While broadly teaching "kiwi fruit", Murad does not 
explicitly teach the claimed species of kiwi fruit. However, Endres et al. and Udagawa 
show that extracts of the claimed species of kiwi fruit are known in the art and used in 
cosmetics and pharmaceuticals. See respective Abstracts. Therefore, it would have been 
prima facie obvious to one having ordinary skill in the art at the time the claimed 
invention was made to use Actinidia arguta, Actinidia kolomikta or Actinidia polygama of 
Endres et al. or Udagawa for compositions of Murad for their art-recognized purpose 
with a reasonable expectation of achieving the desired cosmetic results. Selection of a 
known material based on its suitability for its intended use is obvious absent a clear 
showing of unexpected results attributable to the applicant's specific selection. See e.g., 
In re Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). With respect to Claims 41-44, 
Murad does not explicitly teach the kind of extract as claimed herein. However, 

1 Translation of this document is not available at this time, but will be mailed to the Applicant with the 
next Office Action, or upon request, after 11/25/07. 
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Udagawa teaches crude extracts. See Abstract. The crude extract of kiwi fruit is soluble 
in both water and alcohol because it's a juice. With respect to Claims 51-59, these 
claims are in a product-by-process format and as such as not limited to the extracts 
produced by a recited method. A claim to a composition defined by reference to the 
process by which it is produced, is not limited to compositions produced by the process 
recited in the claim. See Scripps Clinic & Research Foundation v. Genentech, Inc. (CAFC 
1991) 927 F2d 1565, 18 PQ2d 1001. Process limitations cannot impart patentability to a 
product which is not patentably distinguished over the prior art. In re Thorpe etal. 
(CAFC 1985) 771 F2d 695, 227 USPQ 964. 

5. Claims 38, 40-64, 69-72, 110-135, 137-139 and 142-145 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Forastiere et al. ("Consumption of fresh fruit 
rich in vitamin C and wheezing symptoms in children", Thorax 2000, 55: 283-288), cited 
by the Applicant, in view of Endres et al. (DE 19758090 Al, Abstract 3 ) and/or Udagawa 
(JP 61140510 A, Abstract 4 ). 

Forastiere et al. teach consumption of kiwi fruit reduced the occurrence of 
asthmatic symptoms, which might be attributed to an anti-inflammatory action of 
vitamin C. See pp. 283, 285. Consuming kiwi fruit as a food meets the limitation "crude 
extract" of the instant claims. Further, with respect to Claims 70 and 143, kiwi fruit is 

2 Translation of this document is not available at this time, but will be mailed to the Applicant with the 
next Office Action, or upon request, after 11/25/07. 

3 Translation of this document is not available at this time, but will be mailed to the Applicant with the 
next Office Action, or upon request, after 11/25/07. 

4 Translation of this document is not available at this time, but will be mailed to the Applicant with the 
next Office Action, or upon request, after 11/25/07. 
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known to contain sugars. Furthermore, the kiwi fruit juice extracted during eating the 
fruit is liquid and is soluble in water and alcohol. While broadly teaching "kiwi fruit", 
Forastiere et al. do not explicitly teach the claimed species of kiwi fruit. However, 
Endres et al. and Udagawa show that extracts of the claimed species of kiwi fruit are 
known in the art and used in cosmetics, food and pharmaceuticals. See respective 
Abstracts. Therefore, it would have been prima facie obvious to one having ordinary 
skill in the art at the time the claimed invention was made to use Actinidia arguta, 
Actinidia kolomikta or Actinidia polygama of Endres et al. or Udagawa for method of 
Forastiere et al. with a reasonable expectation of achieving the desired therapeutic 
results. Selection of a known material based on its suitability for its intended use is 
obvious absent a clear showing of unexpected results attributable to the applicant's 
specific selection. See e.g., In re Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). 
With respect to Claims 51-59 and 126-134, these claims are in a product-by-process 
format and as such as not limited to the extracts produced by a recited method. A claim 
to a composition defined by reference to the process by which it is produced, is not 
limited to compositions produced by the process recited in the claim. See Scripps Clinic 
& Research Foundation v. Genentech, Inc. (CAFC 1991) 927 F2d 1565, 18 PQ2d 1001. 
Process limitations cannot impart patentability to a product which is not patentably 
distinguished over the prior art. In re Thorpe eta/. (CAFC 1985) 771 F2d 695, 227 
USPQ 964. With respect to Claims 45-47 and 120-122, Forastiere et al. do not explicitly 
teach the concentration of the extract. However, it is believed that if the entire fruit is a 
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"composition" the fruit juice extracted during eating the fruit would constitute roughly 
from one third to half of the entire fruit, depending on its ripeness, and, therefore, 
meet the concentration limitations of the instant claims. 

Therefore, the invention as a whole would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made. 

Response to Arguments 

6. Applicant's arguments filed 5/3/07 have been considered but are moot in view of 
the new ground(s) of rejection. 

Conclusion 

7. No claims are allowed at this time. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marina Lamm whose telephone number is (571) 272- 
0618. The examiner can normally be reached on Mon-Fri from 11am to 7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan, can be reached at (571) 272-0629. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8300. Information regarding the status of an application may 
be obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private 
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PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




